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DETAILED ACTION 

Claims 1 and 4 are pending in the application. 

This Office Action is in response to the Amendment filed on 1/3/06. 

Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 1/3/06 has been entered. 

Response to Amendment 
The rejection of claims 1 and 4 under 35 U.S.C. 102 has been withdrawn in light of 
Applicant's amendment. 

The rejection of claims 1 and 4 under 35 U.S.C. 1 12 1 st paragraph has been withdrawn in 
light of Applicant's amendment. 

Claims 1 and 4 are rejected under 35 U.S.C. 103 (a) for reasons discussed below. 
New Grounds of Rejection Necessitated by Amendment 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Snitman, 
in view of Vinayak et el (for same reasons as set forth of the record mailed on 9/30/02 and 
6/17/03). 

Snitman teaches reacting an oligonucleotide bound at its 3' end to a solid support with 
the liner [(CH 3 )2CH]2NP(OCH3)0(CH 2 )8NH(DMT) wherein DMT is a dimethoxytrityl group, to 
form a 5' amine functionalized oligonucleotide. This is then reacted with fluorescein 
isothiocyanate. In the process of reacting this with the fluorescein isothiocyanate, the protected 
amine group loses its protective DMT group. (See entire document, especially col.3, line 17- 
col. 4, line 16 and col. 8, line 67-col.9, line 6). However, Snitman does not teach a linker that is 
identical to the linkers recited in the claims. Specifically, the moiety on the phosphate oxygen is 
a methyl group and not CH 2 CH 2 CHN. 

Vinayak et al. teach labeling an oligonucleotide bound at its 3' end to a polystyrene 
support by reacting the oligonucleotide with an amino-linker phosphoramidite reagent. The 
protected amino group is detritylated (thus deprotected) then reacted with an activate label, such 
as TAMRA-CO2H. Other labels taught for use in the methods include: 6-FAM, rhodamines and 
fluoresciens. (See entire document, especially col. 5, lines 46-63, col. 11, lines 16-58, cols. 13- 
16, col. 19, Example 3, col. 20, Example 5 and col.22, Example 9). Absent evidence from the 
contrary it is assumed that the amino-linker phosphoramidite reagent is the same as shown in 
col.l 1, lines 30-40 except having DMT rather than MMT as the protecting group. This 
assumption is grounded in the knowledge that commercially-available DNA synthesis reagents 
typically employ DMT, that both groups are acid liable protecting groups and also in the 
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summary of the steps of a synthesis cycle taught by Vinayak et al. in col. 10 lines 46-col. 11, line 
15. 

It would have been obvious to one of ordinary skill in the art to combined teaching of 
both Snitman and Vinayak and reach the method of labeling oligonucleotides using the claimed 
bifunctional linker. The ordinary artisan would have been motivated to do so because using any 
moiety at that position that could undergo beta-elimination would have worked for the method 
taught by Snitman. As such, the methyl is an equivalent of the CH 2 CH 2 CHN. Absent evidence 
from the contrary, one of ordinary skilled in the art would have reasonable expectation of success 
to use CH2CH2CHN instead of methyl group for the bifunctional linker. Therefore, the invention 
would have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Celine X. Qian Ph.D. whose telephone number is 571-272-0777. 
The examiner can normally be reached on 9:30-6:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Remy Yucel Ph.D. can be reached on 571-272-0781. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Celine X Qian Ph.D. 

Examiner 

Art Unit 1636 
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